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DETAILED ACTION 



1 . This communication is responsive to Applicant's Amendment, filed on 07 July 
2006. 

2. Claims 1-29 are pending in this application. Claims 1, 9, 14, and 22 are 
independent claims. In the Amendment filed on 07 July 2006, no amendments were 
amended. 

Response to Arguments 

3. Applicant's arguments filed on 07 July 2006 have been fully considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 1-29 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

MPEP 2106 (IV)(C)(2)((B))((2))(a) and (b) states that : 

For an invention to be "useful" it must satisfy the utility requirement of section 101 . The USPTO's official interpretation of 
the utility requirement provides that the utility of an invention has to be (i) specific, (ii) substantial and (iii) credible. MPEP § 2107 and 
Fisher, 421 F.3d at 1372, 76 USPQ2d at 1230 (citing the Utility Guidelines with approval for interpretation of "specific" and 
"substantial"). In addition, when the examiner has reason to believe that the claim is not for a practical application that produces a 
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useful result, the claim should be rejected, thus requiring the applicant to distinguish the claim from the three 35 U.S.C. 101 judicial 
exceptions to patentable subject matter by specifically reciting in the claim the practical application. In such cases, statements in the 
specification describing a practical application may not be sufficient to satisfy the requirements for section 101 with respect to the 
claimed invention. Likewise, a claim that can be read so broadly as to include statutory and nonstatutory subject matter must be 
amended to limit the claim to a practical application. In other words, if the specification discloses a practical application of a section 
101 judicial exception, but the claim is broader than the disclosure such that it does not require a practical application, then the 
claim must be rejected. 

The tangible requirement does not necessarily mean that a claim must either be tied to a particular machine or apparatus 
or must operate to change articles or materials to a different state or thing. However, the tangible requirement does require that the 
claim 

must recite more than a 35 U.S.C. 101 judicial exception, in that the process claim must set forth a practical application of that 
judicial exception to produce a real-world result. 



Independent claims 1, 9, 14, and 22 are rejected under U.S.C. 101 because The 
claims lack the necessary physical articles or objects to constitute a machine or a 
manufacture within the meaning of 35 USC 101 . They are clearly not a series of steps 
or acts to be a process nor are they a combination of chemical compounds to be a 
composition of matter. As such, they fail to fall within a statutory category. They are, at 
best, functional descriptive material per se. 

Any dependent claims which depend on said independent claims 1,9, 14, and 
22, are hereby rejected under U.S.C. 101 because of their dependency on said 
independent claims. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claim 1-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Milillo et al., (hereinafter "Milillo") (U.S. Patent Number 6643671 ) in view of Asselin et 
al., (hereinafter "Asselin") ("Implementing Concurrent Policy", IBM Document Number 
GG24-3990-00, December 1993) and further in view of Taylor (U.S. Patent Application 
Publication Number 2004/0220981). 
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As per claim 1, Milillo is directed to "a method for protecting consistency groups 
during a data storage backup operation" (Milillo, Figure 2) and teaches the limitations: 

"transferring data updates from a host device" (Milillo, Figure 2: Host 42) "to 
primary PPRC volumes on a primary PPRC unit" (Milillo, Figure 2: Source Volume 52) 
(Also note Milillo, Column 7 Line 1-25); 

"upon the primary PPRC volumes forming a consistency group, transferring the 
primary PPRC volumes to FlashCopy source volumes on a secondary PPRC unit" 
(Milillo et al. Figure 2, "Primary Target Volume" 54); 

and "committing a FlashCopy operation of the consistency group from the 
FlashCopy source volumes to corresponding FlashCopy target volumes" (Milillo, Figure 
2: Secondary Volume 56 and Milillo, Column 7 Line 44-63). 

Note that Milillo recites that It should be noted that Fig. 2 depicts a single PPRC 
volume pair (primary target volume 54 and secondary volume 56) and a single source 
volume 52 for the sake of simplicity only As those of ordinary skill will appreciate, 
additional volume pairs and source volumes may also be included. Thus, in the method 
and system of Milillo, additional volumes can be placed on both primary and secondary 
systems and Primary Target Volumes of Milillo et al. (Milillo et al. Figure 2, Primary 
Target Volume 54) could be PPRC Primary Site Storage Volumes of the claimed 
invention (Specification of the claimed invention, Figure 1, PPRC Primary Site Storage 
Volumes 116). 

Milillo does not explicitly teach the limitations: "attempting to prepare each 
FlashCopy source volume for a FlashCopy operation, including imposing a write-inhibit 
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indicator on a FlashCopy source volume", "if the preparation of all FlashCopy source 
volumes is successful" and "reverting the FlashCopy operation if the preparation of any 
FlashCopy source volume is unsuccessful, whereby the prior consistency group is 
maintained in the FlashCopy target volumes". 

On the other hand, Asselin teaches the limitation: 
"attempting to prepare each FlashCopy source volume for a FlashCopy 
operation, including imposing a write-inhibit indicator on a FlashCopy source volume" 
(Asselin, Page 2-3). Asselin teaches a method of concurrent copy where in source is 
not available for access for a short period of time while concurrent copy process 
initialized (Asselin et al. Page 2, i.e., when you use concurrent copy, application 
processing is interrupted only for a short period while the system initializes the 
concurrent copy environment and Page 3, i.e., The system serializes access to the data 
being dumped or copied long enough for the concurrent copy session to be initialized). 
It is inherent in the method of concurrent copy as taught by Asselin that write-inhibit 
indicators are imposed during the initialization period of the concurrent copy process. 
In addition, Taylor teaches the limitation: 

""if the preparation of all FlashCopy source volumes is successful" (Taylor, 
Paragraph 0040, i.e., if the online backup preparation was successful') and 

"reverting the FlashCopy operation if the preparation of any FlashCopy source 
volume is unsuccessful, whereby the prior consistency group is maintained in the 
FlashCopy target volumes" (Taylor, Paragraph 0040, i.e., However if the online backup 
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preparation was not successful, then the system attempts to return to database 
accessibility by releasing the database from online backup operation). 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to combine the method of Milillo et al. for data copying using 
consistency groups with the methods of Asselin and Taylor so that, in the combined 
method, write operations on source consistency group volumes would be made 
unavailable by way of using write-inhibitors (i.e. preparing the consistency groups for 
FlashCopy) and mirroring/copying/updates between the consistency group volumes 
(FlashCopy operations) would be committed if preparations of consistency groups are 
successful and reverted if said preparation is not successful. One would have been 
motivated to do so in order to "reduce the amount of time that is required to back up 
application data, hence increasing the time available for online service" (Asselin et al., 
Page 2 Second Paragraph) and to "provide a safe and effective backup " (Taylor, 
Paragraph 0015). 

Referring to claim 2, the method and system of Milillo in view of Asselin and 
further in view of Taylor as discussed above with regard to claim 1 discloses the 
invention as claimed. Particularly, Asselin in view of Taylor teaches the limitation: 

"wherein a write-inhibit indicator is operable to prevent the reception of data 
updates by the FlashCopy source drive transmitted from the PPRC source device 
during a FlashCopy operation" (Asselin, Page 2-3 teaches write-inhibitors and Taylor, 
Paragraph 0040, i.e., However if the online backup preparation was not successful, then 
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the system attempts to return to database accessibility by releasing the database from 
online backup operation ). 

Referring to claim 3, the method and system of Milillo in view of Asselin and 
further in view of Taylor as discussed above with regard to claim 1 discloses the 
invention as claimed. It is inherent in the method and system of Milillo in view of Asselin 
and further in view of Taylor that write-inhibitors would be released if the preparation of 
all FlashCopy source volumes is successful and, as such, teaches the limitation: 

"further comprising releasing the write-inhibit indicators if the preparation of all 
FlashCopy source volumes is successful" (Asselin, Page 3, i.e. "After logical 
completion, the data is once again available for unrestricted application access; and 
Taylor, Paragraph 0040, i.e., if the online backup preparation was successful). 

Referring to claim 4, Milillo in view of Asselin and further in view of Taylor 
teaches the limitation: 

"wherein the step of preparing each FlashCopy source volume for a FlashCopy 
operation comprises generating an Establish-FlashCopy-Revertable command" (Taylor, 
Figure 10: 222 Release Database from Online Preparation and Paragraph 0042, i.e., 
the Release stage). 

Referring to claim 5, Milillo in view of Asselin and further in view of Taylor 
teaches the limitation: 
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"wherein the step of committing the FlashCopy operation comprises generating a 
Withdraw-FlashCopy-commit command" (Taylor, Paragraph 0040, i.e., if the online 
backup preparation was successful and Paragraph 0040, i.e., However if the online 
backup preparation was not successful, then the system attempts to return to database 
accessibility by releasing the database from online backup operation). 

Referring to claim 6, Milillo in view of Asselin and further in view of Taylor 
teaches the limitation: 

"wherein the step of reverting the FlashCopy operation comprises generating a 
Withdraw-FlashCopy-revert command" (Taylor, Paragraph 0040, i.e., if the online 
backup preparation was successful and Paragraph 0040, i.e., However if the online 
backup preparation was not successful, then the system attempts to return to database 
accessibility by releasing the database from online backup operation). 

As per claim 7, Milillo in view of Asselin and further in view of Taylor teaches the 
limitation: 

"the method further comprises deciding after an attempt to prepare each 
FlashCopy source volume whether the preparation is successful; and the reverting step 
comprises reverting the FlashCopy operation following any unsuccessful preparation" 
(Taylor, Paragraph 0040, i.e., if the online backup preparation was successful and 
Paragraph 0040, i.e., However if the online backup preparation was not successful, then 
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the system attempts to return to database accessibility by releasing the database from 
online backup operation). 

Claim 8 is rejected on the same basis as claim 7. 

Claim 9, 10, 11, 12, 13, 14, 15, 16, 17, 18, 19, 20, 21, 22, 23, 24, 25, 26, 27, 28, 
and 29 are rejected on the same basis as claim 1 , 2, 3, 7, 8, 1 , 2, 3, 4, 5, 6, 7, 8, 1 , 2, 3, 
4, 5, 6, 7, and 8. 



J 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Myint whose telephone number is (571 ) 272- 
5629. The examiner can normally be reached on 8:30AM-5:30PM Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Breene can be reached on (571) 272-4107. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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